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REMARKS 

The Present Invention 

The present invention is directed to a method for preparing a dairy product. The 
method comprises adding a lactose-negative, food-technologically acceptable micro- 
organism to a medium comprising milk or a milk product. The method further comprises 
ripening the micro-organism imder aerobic conditions, and bringing the resulting product 
under anaerobic conditions such as to have aromas of the ripening micro-organism formed. 
The present invention also is directed to the dairy product produced by the method. 

The Pending Claims 

Claims 1-3 and 5-21 are currently pending. Applicants note that Form PTO-326 
accompanying the Office Action dated July 29, 2003, recite that claims 1-3 and 5-20 are 
pending. However, the text of the Office Action acknowledges that claim 21 also is currently 
pending. Claims 1-3, 5, 6, 8-14, and 18-21 are directed to a method for preparing a dairy 
product or a food comprising a dairy product. Claims 7 and 15-17 are directed to a dairy 
product. 

The Claim Amendments 

Claims 1,6, 11-14, and 20 have been amended to point out more particularly and 
claim more distinctly the present invention. Amended claim 1 is supported by the published 
parent PCT application at, for example, page 6, lines 1-6, and lines 33-36. Amended claims 
6, 11-14, and 20 are supported by the published parent PCT application at, for example, page 
3, lines 25-33, and Example 2. No new matter has been added by way of these amendments. 

The Office Action 

Claims 1-3, 5, 6, 10-14, and 21 have been rejected under 35 U.S.C. § 1 12, first 
paragraph, for alleged lack of written description. Claims 1-3 and 5-21 have been rejected 
under 35 U.S.C. § 1 12, first paragraph, for alleged lack of enablement. Reconsideration of 
these rejections is hereby requested. 

Discussion of Written Description Rejection 

Claims 1-3, 5, 6, 10-14, and 21 have been rejected under Section 1 12, first paragraph, 
for allegedly containing subject matter not described in the specification in such a way as to 
reasonably convey to the ordinarily skilled artisan that the inventors had possession of the 



5 



In re Appln. of Vermin et al. 
Application No. 09/787,004 

claimed invention at the time of filing. The rejection is respectfully traversed for the reasons 
set forth below. 

According to the Office, the instant specification does not "teach 'sterilized' with 
respect to the dairy product." The Office further contends that page 3, lines 25-29 refers to 
the starting material and not the dairy product. Claims 6, 11-14, and 20 have been amended 
to replace the term "dairy product" with "milk or milk product." Page 3, lines 25-29, 
adequately describes use of a sterilized milk or milk product in the method of the invention. 

The Office further contends that the instant specification does not teach what is 
encompassed by the phrase "such as to have aromas of the ripening strain formed" as recited 
in claim 1. At page 3, lines 5-12, the instant specification describes the aroma imparted to a 
dairy product prepared in accordance with the inventive method, which aroma originates 
from a microorganism. Claim 1 has been amended to replace the term "strain" with the term 
"microorganism." The specification clearly describes the claimed method and dairy product 
in such a way as to reasonably convey to the ordinarily skilled artisan that the inventors were 
in possession of the invention at the time of filing. 

In view of the above, the rejection under Section 112, first paragraph, should be 
withdrawn. 

Discussion of Enablement Rejection 

Claims 1-3 and 5-21 have been rejected under 35 U.S.C. § 1 12, first paragraph, as 
allegedly not being sufficiently described in the instant specification to enable one of 
ordinary skill in the art to practice the claimed invention. This rejection is respectfully 
traversed for the reasons set forth below. 

The Office contends that the instant specification does not enable any and all lactose- 
negative, food-technologically acceptable microorganisms aside fi-om Candida zelanoides, 
Debaryomyces hansenii spp hansenii, Saccharomyces cerevisiae, Candida robusta, 
Zygosaccharomyces rouxii^ Micrococcus luteus, Arthrobacter^ Corynebacterium, and 
Arthrobacter ssp. The specification teaches adding a lactose-negative, food-technologically 
acceptable microorganism to a medium comprising milk or a milk product at, for example, 
page 2, line 30, through page 3, line 4. Addition of nutrients for lactose-negative, food- 
technologically acceptable microorganisms is described in the specification at, for example, 
page 4, line 1, through page 5, line 13. Based on the disclosure of the specification, one of 
ordinary skill in the art would appreciate that any lactose-negative, food-technologically 
acceptable microorganism is suitable for use in the inventive method. Indeed, several 
microorganisms in addition to those specifically recited in the instant specification have been 
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successfully employed in the inventive method to impart an aroma to a dairy product, as 
described in the Declaration under 37 C.F.R. § 1.132 of Dr. Henry-Eric Spinnler, submitted 
herewith. According to Dr. Spinnler, cultures were made with a variety of lactose-negative, 
food-technology acceptable microorganisms in accordance with the inventive method. All of 
the microorganisms tested imparted an aroma to the dairy product. The instant specification 
adequately teaches how to make and use the claimed invention, and the rejection under 
Section 112, first paragraph, should be withdrawn. 



The application is considered in good and proper form for allowance, and the 
Examiner is respectfully requested to pass this application to issue. If, in the opinion of the 
Examiner, a telephone conference would expedite the prosecution of the subject application, 
the Examiner is invited to call the undersigned agent. 



Conclusion 




Heather Kissling^Rgg/No. 45,790 
LEYDIG, VOIT3^AYER, LTD. 
Two Prudential Plaza, Suite 4900 
1 80 North Stetson Avenue 
Chicago, Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312) 616-5700 (facsimile) 



Date: December 1, 2003 
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l^HE UNITED STATES PATEhfT AND TRADEMARK OFHCE 
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Art Unif: 
Application No. 
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Vermin et al. 
1761 

No 09/787,004 
May 23, 2001 

Dairy product and method for preparing the same 
Liiiilie Wong 
No. 209684 



OK ; 0 2003 
TC 1700 



DECLARATION UNDER 37 CFR 1,132 



Sir, 



I. Henry-Eric Spinnler. citizen of France, residing at 32 bi.s. Avenue de la Division Leclerc, 
.Sevre.s, France hereby declare as follow.s: 



1 am co-inventor of the invention de.<icribed and claimed in the above mentioned 
patent application. 

1 have received training in Food Technology at the Ecole Nationale Sup^rieure des 
d'Agronomie et des Industries Alimentaires (NANCY, F), having received the M Sc 
degree in Biotechnology and the doctors degree in Biotechnology, from the Institut 
National Agronomique - Paris Grignon (Paris, F). 

1 have worked in the Department of Biological and Food Science of Institut National 
Agronomique Paris -Grignon (INA-PG) for more than 9 yeani and have held 
positions as Prol'essior. Before, I have worked as a scientist at Institut National de la 
Recherche Agronomique (INRA). In my current position I am Professor of Food 



cechnCogy of ^ INA-PG. I have knowledge p„p™g d.i,^ ^, 

01 micro-organisms in nuch preparncion. 

I have read and understood the Office Action mailed on July 25. 2003 in the 
.^.erenced patent application. 1 al.so understand that the Examiner i, of the opinion 
that the specification of the referenced application does not reasonably provide 
enablement for any and all lactose-negative, food-technologically acceptable micro- 

organism. 

With due respect, I would like to mention that, based upon the referenced application 
the skilled person will be able to make and use d,e invention commensurate in scope 
w.lh the present claims. In order to support this, Bxhibit A is enclosed, showing the 
results ot processes under conditions as described in the referenced application 
Herem cultures were made with a variety of micro-organisms on full fat milk for 4 
day.s. The resultant product was tested by a trained panel of ten persons. The final two 
columns give a qualitative indication of the aroitia and the average intensity as rated 
by the ten panel members. It is clear from the results that any of the micro-organisms 
can be used .n accordance with the invention and provide an aroma, based upon what 
is disclosed in the referenced application. 



Signed d.d 





rnApc^ Other strains tested for their flavouring capabilities on milk. 



Cultures were made on full fat milk for 4 days. 
They were tested by a trained panel often persons 

These tables summarises the typicallity of the culture flavours and in the last column the mean 
of the 1 0 notes of intensity given by the panellists . 

The strains are reported by their number in our own collection. 
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